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The information disclosure statement filed 2-25-4 fails to comply with 
37 CFR 1.98(a)(3) because it does not include a concise explanation of the 
relevance, as it is presently understood by the individual designated in 37 
CFR 1.56(c) most knowledgeable about the content of the information/of 
each patent listed that is not in the English language. It has been placed in 
the application file, but document AK has not been considered. 

i 

In the rejections infra, generally, reference labels are recited only for 
the first recitation of identical claim elements. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

- PfZSSTJZ 2^£2t1£, rfiSS pi "" lca,lon " «* « ^ 

for patent in the United states mora than one year prior to the date of application 

Claim 17 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Mori (5821627). 

At column 16, line 54 to column 17, line 24, column 18, lines 8-11, 
and column 18, line 46 to column 19, line 2, Mori teaches the following: 
16. A semiconductor device having a semiconductor chip 41, first electrodes 
42 formed on said semiconductor chip, barrier metals 44 formed on said first 
electrodes and having laminated structures, and a plurality of second 
protruded electrodes 45, which serve as external connection terminals, 
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formed on said barrier metals, wherein said barrier metals comprising: a 
lowermost conductive metal layer [not labeled] laminated on said first 
electrodes, said lowermost conductive metal layer being made of titanium 
having a joining property with said first electrodes; an intermediate 
conductive metal layer [not labeled] laminated on said lowermost conductive 
metal layer, said intermediate conductive metal layer being made of nickel; 
and an uppermost conductive metal layer [not labeled] laminated on said 
intermediate conductive metal layer, said uppermost conductive metal layer 
being made of a material which inherently easily alloys with the nickel of 
said intermediate conductive metal layer and which inherently has resistance 
to oxidation, wherein said uppermost conductive metal layer is made of 
palladium. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

Sens x % ^$^xr%?5£* ide r " v - 

matter sought to be Datentsrt anS i £J , „?„ ! ' the t dlffer «nces between the subject 
whole would have befn Xils a Vth. P ZI are Such that ,he ***** « a 
ordinary skill in tL art ,o wWch said subtec, ^ST"*? " X made t0 a pereo " ha *9 
negatived by the frnJiS^SttSS^ 1 ^ ^ 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes 
that the subject matter of the various claims was commonly owned at the 
time any inventions covered therein were made absent any evidence to the 
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contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point 
out the inventor and invention dates of each claim that was not commonly 
owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), 
(f) or (g) prior art under 35 U.S.C. 103(a). 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mori (5821627). 

Mori is applied as it was applied to claim 16. 
Although Mori does not appear to explicitly teach the particular 
claimed layer relative weight, it would have been an obvious matter of 
design choice bounded by well known manufacturing constraints and 
ascertainable by routine experimentation and optimization to choose this 
particular relative weight because applicant has not disclosed that the weight 
is for a particular unobvious purpose, produces an unexpected result, or is 
otherwise critical, and it appears prima facie that the process would possess 
utility using another relative weight. Indeed, it has been held that mere 
dimensional limitations are prima facie obvious absent a disclosure that the 
limitations are for a particular unobvious purpose, produce an unexpected 
result, or are otherwise critical. See, for example, In re Rose, 220 F.2d 459, 
105 USPQ 237 (CCPA 1955); In re Rinehart, 531 F.2d 1048, 189 USPQ 143 ' 
(CCPA 1976); Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 
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(Fed. Or. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984); In 
Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). 

Applicant's amendment and remarks filed 11-4-3 have been fully 
considered, ar e addressed by the rejections supra, a n d are further 
addressed infra. 

Applicant argues that the particular claimed layer relative weight is a 
critical limitation because it produces unexpected results. 

This argument is respectfully traversed and deemed unpersuasive 
because applicant originally disclosed and presently discloses (see, for 
example, the abstract), and originally claimed, an embodiment of the 
invention not limited to the allegedly critical limitation. Indeed, the claims 
were amended to each include the allegedly critical limitation only after eight 
office actions rejecting the claims, and as indicated in MPEP 2164.089(c), 
"Broad language in the disclosure, including the abstract, omitting an 
allegedly critical feature, tends to rebut the argument of criticality." 

In any case, it is respectfully submitted that criticality must be 
established by factual evidence, and not, as here, by mere argument. See, 
for example, In re De Blauwe, 736 F.2d 699, 222 USPQ 191, 196 (Fed. Cir. 
1984), and MPEP 716.02(d), "Demonstrating Criticality of a Claimed Range." 
To establish unexpected results over a claimed range, applicants should 
compare a sufficient number of tests both inside and outside the claimed 
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range to show the criticality of the claimed range. In re Hill, 284 F.2d 955, 
128 USPQ 197 (CCPA 1960). To this end, the arguments of counse! cannot 
take the place of evidence in the record. In re Schulze, 346 F.2d 600, 602, 

145 USPQ 716, 718 (CCPA 1965). Instead, the evidence relied o n should 

establish "that the differences in results are in fact unexpected and 
unobvious and of both statistical and practical significance." Ex parte Gelles, 
22 USPQ2d 1318, 1319 (Bd. Pat. App. & Inter. 1992). See also, Ex parte C/ 
27 USPQ2d 1492 (Bd. Pat. App. & Inter. 1992); In re Nolan, 553 F.2d 1261,' 
193 USPQ 641, 645 (CCPA 1977); and In re Eli Lilly, 902 F.2d 943, 14 
USPQ2d 1741 (Fed. Cir. 1990). 

Applicant's remarks filed 2-25-4 have been fully considered and are 
adequately addressed by the rejections supra. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE- 
MONTH shortened statutory period, then the shortened statutory period wlli 
expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
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advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

may be obtained from either TriZL tMR Z Sic ^IR ttZ f 

app lications is ava ilable through Private MR o„N, I mtomm '° a f ° r unpublished 

Intern, see htta/Wrf^ 
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